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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Applicant(s): RANDALL et al. 

Serial No.: 10/765,506 
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For: Variable Reluctance 
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Docket Number: 21573.16 

Confirmation No.: 2512 

Patent Number: 7,151359 

Issue Date: December 19, 2006 



Mail Stop 16 

Director of the U.S. Patent and Trademark Office 
PO Box 1450 

Alexandria, VA 22313-1450 

REQUEST FOR REFUND 

During examination of the above-identified application, a non-final Office Action 

was mailed on November 30, 2005. On March 30, 2006, Applicants mailed to the PTO 

by first class mail a Response to this Office Action, with a properly executed certificate 

of first class mailing. The mailing certificate covered the Response and its enclosures, 

and the enclosures included a Petition for a one-month time extension, and a check in 

the amount of $120.00 for the one-month extension fee. A courtesy copy of the i 

Response and the Petition are enclosed. The Response and Petition were received in the | 

i 

PTO mailroom on April 4, 2006. | 
On April 10, 2006, while processing the Response and Petition, the PTO charged J 
a fee of $330 (fee code 1252) to Deposit Account No. 08-1394 of Haynes and Boone, LLP. 

i 

A redacted copy of the relevant Deposit Account Statement is enclosed, showing the 
erroneous transaction. The fee code of 1252 corresponds to a two-month time 
extension, and shows that the deposit account charge represents the difference between 
the one-month time extension fee of $120 that was paid by check, and the standard two- 
month extension fee of $450. However, the correct amount for the extension fee under 
the circumstances was in fact the one-month fee of $120, rather than a two-month fee of 
$450. 



' REQUEST FOR REFUND 



10/765,506 (USP 7,151,359) 



In particular, the Response with the enclosed time extension Petition were timely 



mailed by first-class mail on March 30 (within 4 months from the mailing date of the 
November 30 Office Action), with a properly executed first-class certificate of mailing. 
Consequently, the proper time extension is a one-month time extension (from February 
28 to March 30), and the proper fee is the one-month extension fee of $120 submitted by 
check. The additional charge of $330 made by the PTO on April 10, 2006 was a PTO 
error. 

Accordingly, it is respectfully requested that the PTO correct its error by 
granting a refund o f $330, to be credited to Deposit Account No. 08-1394 of Haynes and 
Boone, LLP. This Request is submitted in duplicate. 




Respectfully submitted, 




HAYNES AND BOONE, LLP 



901 Main Street, Suite 3100 
Dallas, Texas 75202-3789 
Telephone: 972/739-8647 
Facsimile: 214/200-0853 




Certificate of Mailing 



I hereby certify that this correspondence is being deposited with the 
United States Postal Service as first class mail in an envelope addressed 



Ends: Redacted Copy of Deposit 
Account Statement 
Courtesy Copy of 



Response and 
Petition 



Acknowledgment Post Card 
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United States 
Patent and 
Trademark Office 



Deposit Account Statement 

Requested Statement Month: 

Oeposit Account Number: 

Name: 

Attention: 

Address: 

City: 

State: 

Zip: 

Country: 



April 2006 
081394 

HAYNES & BOONE 
SUZANNE M. KIEFER 
901 MAIN STREET 
DALLAS 
TX 

75202-3789 
UNITED STATES 



DATE SEQ 



POSTING 
REF TXT 



ATTORNEY 

DOCKET 

NBR 



FEE 
CODE 



AMT 



BAL 



04/10 2 10765506 K315.133.101 



1252 



$330.00 $52,516.1 
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In re application of: Steven P. Randall, et al. § 

§ 

Serial No.: 10/765,506 . § 



Filed: January 27, 2004 

For: VARIABLE RELUCTANCE 
GENERATOR 



§ 
§ 
§ 



Group Art Unit: 2834 
Examiner: Pedro J. Cuevas 
Confirmation No.: 2512 



Mail Stop Amendment 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 



I hereby certify that this correspondence is being deposited 
with the United States Postal Service as first class mail in 
an envelope addressed to the Commissioner for Patents, 
P.O. Box 1450, Alexandria, VA 22313.1450 




Signature of person mailing paper and fee 



RESPONSE UNDER 37 CFR 81.111 

This Response is submitted in reply to the Office Action mailed on November 30, 2005. 
This Response is accompanied by a Petition for a one-month time extension, and the applicable 
extension fee. 
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REMARKS 

Claims 1 -27 are pending in the application. In view of the remarks that follow, 
Applicants respectfully request reconsideration. 

Transfer of Responsibility 

Applicants wish to advise the Examiner that, since issuance of the outstanding Office 
Action, responsibility for this application has been transferred from the law firm of Dicke, Billig 
& Czaja, PLLC to the law firm of Haynes and Boone LLP. A revocation of the existing power 
of attorney and a new power of attorney will be submitted in due course. In the meantime, the 
undersigned is acting under the provisions of 37 C.F.R. §1.34. 

Independent Claim 1 

Independent Claim 1 stands rejected under 35 U.S.C. §103 as obvious in view of a 
proposed combination of teachings from Cvirtiss U.S. patent No. 4,400,655 and Gray U.S. Patent 
No. 4,025,960. This ground of rejection is respectfully traversed. In this regard, the PTO 
specifies in MPEP §2142 that: 

The examiner bears the initial burden of factually supporting any 
prima facie conclusion of obviousness. If the examiner does not 
produce a prima facie case, the applicant is under no obligation to 
submit evidence of nonobviousness. 

Applicants respectfully submit that Curtiss and Gray fail to establish a prima facie case of 
obviousness under §103 with respect to Claim 1, for mutually exclusive reasons that are 
discussed separately below. 

NONANALOGOUS ART CANNOT BE USED TO ESTABLISH OBVIOUSNESS 

Only analogous prior art can be considered for the purpose of trying to establish a prima 
facie case of obviousness under 35 U.S.C. §103. In this regard, MPEP §2141.01(a) specifies 
that, for a reference to be "analogous" prior art that can be considered under §103, it must either 
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(1) be in the field of Applicants' endeavor or (2) be reasonably pertinent to the particular problem 
with which the inventor was concerned. The provisions of §2 14 1.0 1(a) go on to explain that, 
although the PTO classification system carries a small amount of weight in determining what is 
relevant, the similarities and differences in structure and function carry far greater weight. In 
this regard, §2141.01(a) discusses a specific example, and states that: 

The court also found the reference was not reasonably pertinent to 
the problem with which the inventor was concerned because a 
person having ordinary skill in the art would not reasonably have 
expected to solve the problem of dead volume in tanks for refined 
petroleum by considering a reference dealing with plugging 
underground formation anomalies. 

With reference to page 1 of Applicant's specification, the field of Applicant's endeavor is "a 
variable reluctance machine operated as a generator". As also evident from page 1, the particular 
problem with which the present inventor was concerned is improving the control circuitry for a 
machine that is to be operated in a generating mode. In lines 9-10 on page 3, the Office Action 
expressly concedes that Curtiss "fails to disclose a method of operating a variable reluctance 
machine as a generator". Consequently, Curtiss is not within Applicant's field of endeavor, and 
this in turn means that Curtiss does not have any teachings that are reasonably pertinent to the 
particular problem with which the present inventor was concerned (because the problem is 
specific to Applicant's field of endeavor). Accordingly, it is respectfully submitted that Curtiss is 
not what the PTO considers to be "analogous" prior art, and Curtiss cannot properly be used in 
an attempt to establish a prima facie case of obviousness under §103 with respect to Applicants' 
claims. Consequently, the Examiner's burden of factually supporting a prima facie case of 
obviousness has not been met. For this reason alone, it is respectfully submitted that the pending 
§103 rejection must be withdrawn, and notice to that effect is respectfully requested. 
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CURTISS DOES NOT TEACH WHAT THE OFFICE ACTION SAYS IT DOES 

In the paragraph that bridges pages 2-3, the Office Action asserts that Curtiss discloses 
most of what is recited in Applicants' Claim 1. Applicants respectfully disagree. In this 
paragraph, the Examiner has not actually written a description of what Curtiss discloses. Instead, 
what the Examiner has done is to copy selected language from Applicants 1 claims, and then 
arbitrarily insert a few reference numerals extracted from the drawings of Curtiss. However, 
some of the reference numerals do not correspond to the language copied from Applicants 1 
claims. 

As one example, Applicants' Claim 1 recites "creating a bias flux linking the at least one 
phase winding". Curtiss happens to use the phrase "flux bias" at 109 in Figure 1 . The Office 
Action asserts that this "flux bias" 109 is the same as the "bias flux" recited in Applicants' 
Claim 1. But in Curtiss, 109 is merely a resistor that is shown in Figure 3, and the resistor 109 is 
not capable of generating any electromagnetic field or "flux", much less a flux that influences 
and serves as a bias with respect to any phase winding in the motor of Curtiss. Instead, the flux 
bias mentioned in Curtiss is merely an electrical signal that is an input to a feedback control 
circuit. Thus, the "flux bias" mentioned in Curtiss is not even remotely comparable to the "bias 
flux" recited in Applicants 1 Claim 1 . Stated differently, and referring to Figure 2 of Curtiss, if a 
person skilled in the art were to focus on the phase windings 15 in the motor of Curtiss, the 
person would readily recognize that none of these windings are ever subject to any 
electromagnetic field or flux that could reasonably be considered to be a bias comparable to the 
bias flux disclosed and claimed in the present application. And if Curtiss has no bias flux at all, 
then there is clearly no bias flux coming from the resistor 109 of Curtiss, 

As another example, the Office Action asserts that the amplifier 101 in Figure 3 of 
Curtiss influences the magnitude of a phase voltage in a phase winding of the motor, and in 
particular limits the phase voltage to a magnitude less than the magnitude otherwise induced in 
the phase winding by the bias flux. However, this is not even remotely what the amplifier 101 
does. With reference to Figure 3 of Curtiss, and lines 54-56 in column 7, the amplifier 101 
operates as a voltage divider and reduces the magnitude of an electrical signal that is applied 
through the resistor 103 to a summing point 104. Persons skilled in the are will readily recognize 
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that the amplifier 101 does not act to limit the magnitude of any phase voltage in any phase 
winding of the motor shown at 202 in Figure 1 of Curtiss. 

As evident from these two examples, Curtiss does not teach everything that the Office 
Action says it does. It is therefore respectfully submitted that Curtiss fails to fulfill its intended 
role in the §103 rejection, and that the §103 rejection is thus defective and must be withdrawn. 

THE PRIOR ART MUST TEACH ALL CLAIM LIMITATIONS UNDER §103 
MPEP §2 142 specifies with respect to § 1 03 that: 

To establish a prima facie case of obviousness ... the prior art 
reference (or references when combined) must teach or suggest aU 
the claim limitations. (Emphasis added). 

The PTO considers this requirement to be important, as evidenced by the fact that this exact 
language appears not only in MPEP §2142, but also in other sections of the MPEP, including 
MPEP §706.02(j) and MPEP §2143. The Office Action asserts that Curtiss and Gray disclose all 
of the limitations in Applicants' Claim 1, but this assertion is respectfully traversed. As 
discussed above, the Office Action relies on Curtiss for certain teachings, but they are not. 
actually present in Curtiss. For example, Curtiss does not disclose anything that is even remotely 
comparable to the limitation in Claim 1 of "a bias flux linking the at least one phase winding", 
nor does Curtiss disclose anything even remotely comparable to the limitation in Claim 1 of 
"limiting the phase voltage to a magnitude below that otherwise induced in the phase winding by 
the bias flux". As to Gray, the rejection relies on Gray for other teachings. Consequently, even 
when Curtiss and Gray are considered together, they fail to satisfy the requirement of MPEP 
§2142 that their combined teachings must collectively "teach or suggest all the claim limitations" 
(emphasis added). Therefore, for this independent reason alone, it is respectfully submitted that 
Claim 1 is not rendered obvious under §103 by Curtiss and Gray, and notice to that effect is 
respectfully requested. 
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A PROPOSED MODIFICATION CANNOT CHANGE A PRINCIPLE OF OPERATION 

With respect to the analysis of obviousness under §103, MPEP §2143.01 specifies that, 
where an examiner proposes a modification to a reference: 

THE PROPOSED MODIFICATION CANNOT CHANGE THE 
PRINCIPLE OF OPERATION OF A REFERENCE 
If the proposed modification or combination of the prior art would 
change the principle of operation of the prior art invention being 
modified, then the teachings of the references are not sufficient to 
render the claims prima facie obvious. 

In the present situation, and as discussed above, Curtiss discloses a motor that in particular is an 
induction motor, and also discloses a control circuit that is specifically configured to operate an 
induction motor. In lines 9-1 4 on page 3, the Office Action asserts that it would be obvious to 
modify Curtiss to convert the induction motor into a variable reluctance machine, and to then 
convert the control circuit so that it operates the machine as a generator rather than as a motor. 
However, these changes would necessarily involve a major redesign of the Curtiss machine, and 
a major redesign is never an obvious expedient. Moreover, persons skilled in the art will readily 
recognize that this proposed modification would completely change the principle of operation of 
the Curtiss device, not only by changing both the machine and its control circuit from the 
principles of operation for an induction motor to the radically different principles of operation for 
a variable reluctance machine, but by also changing the machine and its control circuit from 
principles of operation associated with a motor to principles of operation associated with a 
generator. But as specified in MPEP §2143.01, "If the proposed modification or combination of 
the prior art would change the principle of operation of the prior art invention being modified, 
then the teachings of the references are not sufficient to render the claims prima facie obvious". 
Accordingly, for this independent reason alone, it is respectfully submitted that the proposed 
modification of Curtiss wduld not be obvious under §103, and notice to that effect is respectfully 
requested. 
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PROPOSED MODIFICATION CANNOT DEFEAT INTENDED PURPOSE OF PRIOR ART 
With respect to the analysis of obviousness under §103, MPEP §2143.01 specifies that, 
where an examiner proposes a modification to a reference: 

THE PROPOSED MODIFICATION CANNOT RENDER THE 
PRIOR ART UNSATISFACTORY FOR ITS INTENDED 
PURPOSE 

If [a] proposed modification would render the prior art invention 
being modified unsatisfactory for its intended purpose, then there 
is no suggestion or motivation to make the proposed modification. 

The present Office Action proposes a modification to the system of Curtiss that would convert it 
from its intended purpose of use as a motor to the entirely different purpose of use as a generator. 
In other words, the proposed modification would completely defeat the intended purpose of 
Curtiss. Consequently, as discussed in MPEP §2143.01 , the proposed modification to Curtiss 
would not be obvious under § 103. For this reason alone, it is respectfully submitted that the 
proposed modification to Curtiss would not be obvious under §103, and notice to that effect is 
respectfully requested. 

THE PROPOSED MODIFICATION OF CURTISS IS NOT PROPER 

There is yet another reason why the proposed modification of Curtiss is not proper under 
§103. In this regard, MPEP §2142 provides that: 

To reach a proper determination under §103, the examiner must 
step backward in time and into the shoes worn by the hypothetical 
"person of ordinary skill in the art" when the invention was 

unknown and just before it was made Knowledge of 

applicant's disclosure must be put aside in reaching this 
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determination, . . . impermissible hindsight must be avoided, and 
the legal conclusion must be reached on the basis of the facts 
gleaned from the prior art. 

In addition, the MPEP provides at § 2143.01 that: 

The mere fact that references can be combined or modified does 
not render the resultant combination obvious unless the prior art 

also suggests the desirability of the combination Although a 

prior art device "may be capable of being modified to run the way 
the apparatus is claimed, there must be a suggestion or motivation 
in the reference to do so". (Emphasis in original). 

In the present situation, what the Examiner proposes is to combine an induction motor and a 
variable reluctance machine. Persons skilled in the art are very well aware that these two types 
of machine differ significantly in structure, function and fundamental principles of operation. 
Contrary to the assertions in the Office Action, a person skilled in the art would not even 
remotely consider attempting to combine these two radically different types of electrical 
machines, and certainly would not be motivated to undertake such a monumental task by the 
simplistic notion that air gaps .and/or mmf drops might possibly be minimized. Consequently, 
the Office Action does not properly establish any motivation that is truly realistic (and in fact 
there may not actually be any motivation that would realistically cause a person of ordinary skill 
to attempt to combine two machines as thoroughly incompatible as an induction motor and a 
variable reluctance machine). The present §1 03 rejection of Claim 1 is therefore incomplete, 
because it fails to demonstrate the motivation that is required by the MPEP. In effect, therefore, 
the § 103 rejection is based on hindsight of the present invention, rather than on motivation 
properly derived from what was known prior to the present invention. But as discussed above, 
MPEP §2142 emphasizes that "impermissible hindsight must be avoided". Accordingly, for this 
independent reason alone, it is respectfully submitted that the Office Action fails to properly 



8 



AppI.No. 10/765,506 

Reply to Office Action of November 30 2005 



Attorney Docket No. 21573.16 
Customer No. 27683 



establish suitable motivation, and therefore fails to properly establish a prima facie case of 
obviousness under §103. Claim 1 is thus not rendered obvious under §103 by Curtiss and Gray, 
and notice to that effect is respectfully requested. 

In view of the various different reasons that have been discussed separately above, it is 
respectfully submitted that the Curtiss and Gray do not establish a prima facie case of 
obviousness under §103 with respect to Applicants' Claim 1 . Claim 1 is therefore believed to be 
allowable, and notice to that effect is respectfully requested. 

Independent Claim 16 

Independent Claim 16 stands rejected under 35 U.S.C. §103 on the ground that it would 
be obvious in view of a proposed combination of teachings from Curtiss and Gray. This ground 
of rejection is respectfully traversed. Claim 16 includes limitations reciting: 

means for creating a bias flux linking the at least one phase 
winding; and means for limiting the magnitude of the phase 
voltage below that otherwise induced in the at least one phase 
winding by the bias flux. 

The rationale offered in the Office Action for the rejection of Claim 16 is the same rationale 
offered for the rejection of Claim 1 . Accordingly for the same basic reasons discussed above in 
association with Claim 1 , it is respectfully submitted that Curtiss and Gray fail to properly 
establish a prima facie case of obviousness under §103 for the subject matter of Claim 16, and 
that Claim 16 is therefore not rendered obvious under §103 by Curtiss and Gray. Accordingly, 
Claim 16 is believed to be allowable, and notice to that effect is respectfully requested. 

Dependent Claims 

Claims 2-15 and Claims 17-27 respectively depend from Claim 1 and Claim 16, and are 
also believed to be distinct from the art of record, for example for the same reasons discussed 
above with respect to Claims 1 and 16. 
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Conclusion J 




Based on the foregoing, it is respectfully submitted that all of the pending claims are fully j 




allowable, and favorable reconsideration of this application is therefore respectfully requested. If j 




the Examiner believes that examination of the present application may be advanced in any way 




by a telephone conference, the Examiner is invited to telephone the undersigned attorney at ] 




972-739-8647. 






Although Applicants believe that no fee is due in association with the filing of this 






Amendment, the Commissioner is hereby authorized to charge any fee required by this paper, or 






to credit any overpayment, to Deposit Account No. 08-1394 of Haynes and Boone LLP. 






Respectfully submitted, 










T. Murray^jhith 
Registration No. 30,222 
(972)739-8647 






Date: March 30, 2006 






HAYNES AND BOONE, LLP 

901 Main Street, Suite 3100 ^1 j 
Dallas, Texas 75202-3789 t^Sj^i ' 
Telephone: (972) 739-8647 Sr^X • ' 
Facsimile: (214)200-0853 i 
File: 21573.16 \ 




Enclosures: Petition for Time Extension (1 month) 
Check ($120.00) 
Acknowledgment Post Card 
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Under the paperwork Roduction 




PTO/SB/22 (12-04) 
Approved for uto through 07/3172008. OMB 0651-0031 
U.S. Patent end Trademark OTOce; U.S. OEPARMEWT OF COMMERCE 
persons ere required to respond to a to flection of information unless If displays a vaBd OMB control number. 



PETITION FOR EXTENSION OF TIME UNDER 37 CFR 1.136(a) 

FY 2005 

(few punvtnt to OX Conao/Arteted Appropriation* Act, 7005 (H.R. 4$1$).) 



Application Number 10/765.506 



Docket Number (Optional) 
21573.16 



Filed January 27, 2004 



For VARIABLE RELUCTANCE GENERATOR 



Art Unit 2634 



\ Examiner Pedro J. Cuevas 



This is a request under the provisions of 37 CFR 1.136(a) to extend the period for filing a reply in the above identified 
application. 

The requested extension and fee are as follows (check time period desired and enter the appropriate fee below): 

120.00 





fee 


smeii Entity Fm 


(3 One month (37 CFR 1.17(a)(1)) 


$120 


$60 


Q Two months (37 CFR 1.17(a)(2)) 


$450 


$225 


Q Three months (37 CFR 1.17(a)(3)) 


$1020 


$510 


Four months (37 CFR 1.17(a)(4)) 


$1590 


$795 


|*n Five months (37 CFR 1.17(a)(5)) 


$2160 


$1060 



|-] Applicant claims small entity status. See 37 CFR 1.27. 

f/| A check in the amount of the fee is enclosed. 

rj Payment by credit card. Form PTO-2036 is attached. 

n The Director has already been authorized to charge fees in this application to a Deposit Account. 

[y| The Director is hereby authorized to charge any fees which may be required, or credit any overpayment, to 
^ Deposit Account Number 06-1394 . | have enclosed a duplicate copy of this sheet. 

WARNING: Information on this form may become public. Credit card Information ehouM not be Included on this form. 
Provide credit card Information and authorization on PTO-2038. 



I am the Q applicant/inventor. 



i 



04/05/2006 RBIZUKES 00000016 10765506 
.01 FC:1251 180.00 OP 



□ assignee of record of the entire Interest. See 37 CFR 3.71. 
Statement under 37 CFR 3.7 



3.73(b) is enclosed (Form PTO/SB/96). 
|f/] attorney or agent of record. Registration Number 30 * 222 

□ attorney or \ 
Registration r 




■ agent under^ 

* rih 




7 CFR 1.34, 
under 37 CFR 1.34 



March 30, 2006 



Signature 



Date 



T. Murray Smil 



(972) 739-6647 



Typed or printed name 



Telephone Number 



NOTE: Signatures of n0 the Inventor* or assignees of record of (he entire Interest or their representatlvefe) ere requbad. Submit multiple form* If more than one 
signature Is required, see below. 



[7] Total of 



forms are submitted. 



This co [taction of information Is required by 37 CFR 1.136(a). The Information ts required to obtain or retain e benefit by the public which Is to file (end by the 
USPTO to process) an application. Confidentiality Ii governed by 35 U.S.C 122 and 37 CFR 1.1 1 and 1.14. This coflectton ts estimate* to lake 6 minutes to 
complete, tncbdtng gathering, preparing, end submitting the completed appflcatton form to the USPTO. Time wU vary depending upon the Individual ease. Any 
comments on the amount of time you require to complete this form end/or suggestions for reducing this burden, should be sent to the Chief Information Of 
U.8. Patent end Trademark Office, U.S. Der>artment of Commerce. P.O. Box 1450, Alexandria. VA 22313-1450. DO NOT SEND FEES OR OOMPIET£U^\ ' 
FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Boa 1450. Alexandria, VA 22113-1460. 

tt you need oss/aranc* in ctmptothg the form, caff 1-*QO-P7Q-9t99 and terecf option 2. 

R-1 32382.1 




"united States Patent and Trademark Office 
- Sales Receipt - 

04/10/2006 JROBERTS 00000002 081394 10765506 

01 FC:1252 330.00 DA 



ftdjustnent date: 05/09/2007 SDIRETA1 
04710/2006 JROBERTS 00000002 081394 10765506 
01 FC:1252 330.00 CR 



